II. PATENT ASSIGNMENTS

A. Patent Assignment under 61-302

MODEL AIR FORCE ASSIGNMENT AGREEMENT

BETWEEN

THE DEPARTMENT OF THE AIR FORCE

AND

(CRADA PARTNER NAME) 

ASSIGNMENT AGREEMENT

PREAMBLE


This Assignment Agreement, (hereinafter called “AGREEMENT”) is made and entered into by and between the United States of America as represented by the Secretary of the Air Force (hereinafter called “ASSINGOR”), and (CRADA Partner name), a corporation (educational institution or non-profit organization) of _______________, having a place of business ___________________________ (CRADA Partner Address) (hereinafter called “ASSIGNEE”).

WITNESSETH:


Whereas, The Stevenson-Wydler Technology Innovation Act of 1980, as amended, and Air Force Instructions 61-301through 303 set forth the terms and conditions under which assignments under federally owned inventions made under a Cooperative Research and Development Agreement may be granted;


Whereas, ASSIGNOR has an assignment of title in U.S. Patent No. ---------- entitled --------------, and issued on ----------------.


Whereas, ASSIGNOR has previously agreed to grant an assignment in any subject invention made under Air Force Cooperative Research and Development Agreement (CRDA) Number ______ and ASSIGNEE intends to undertake development and marketing of the ASSIGNED INVENTION and has expressed its intention to carry out a plan to bring the ASSIGNED INVENTION to PRACTICAL APPLICATION upon the granting of this AGREEMENT; and


NOW THEREFORE, in accordance with and to the extent provided by the aforementioned authorities and in consideration of the foregoing premises and of the covenants and obligations hereinafter set forth to be well and truly performed, and other good and valuable consideration, the parties hereby agree as follows:

ARTICLE 1 - Definitions


The parties to this AGREEMENT agree that the following definitions shall apply to the defined words where such words are used in this AGREEMENT:


1.
The “ASSIGNED INVENTION” or “ASSIGNED PATENT” means the invention as described and claimed in the following patent (or patent application), including continuations, divisions, reexaminations and reissues thereof, assigned to the ASSIGNOR:


U.S. Patent No. --------- patented on --------, entitled “-----------------,” Serial No. ------ filed ------- by -----------.


2.
“CALENDAR QUARTERS” are those three month periods commencing on January 1, April 1, July 1 and October 1.


3.
“AGREEMENT YEAR” means a period of twelve (12) months in the Gregorian calendar.  The first AGREEMENT YEAR commences on the EFFECTIVE DATE of this AGREEMENT and extends to the start of the next calendar quarter plus the following four full CALENDAR QUARTERS.  The second AGREEMENT YEAR commences at the expiration of the first AGREEMENT YEAR and extends for the next succeeding four CALENDAR QUARTERS.  Later AGREEMENT YEARS commence on the anniversary date of the start of the second AGREEMENT YEAR.


4.
“END USER” means any person licensed to use ROYALTY BEARING PRODUCT(S) OR PROCESS(ES) for his or her personal use, or any ENTITY licensed to use ROYALTY BEARING PRODUCT(S) OR PROCESS(ES) in the regular conduct of its own business and not for licensing to other ENTITIES or individuals.


5.
The “EFFECTIVE DATE” of this AGREEMENT shall be the date this AGREEMENT was last signed.


6.
“ENTITY” means a corporation, an association, a joint venture, a partnership, a trust, a business, an individual, a government or political subdivision thereof, including an agency, or any other organization which can exercise independent legal standing.


7.
“ROYALTY BEARING PRODUCT OR PROCESS” means a product, apparatus, method, or service of which the production, manufacture, sale, lease, use, or practice would infringe one or more valid ASSIGNED PATENT claims or which incorporates or makes use of the ASSIGNED PATENT.  Where such a product, apparatus, method or service forms an integral part or component of a larger product, package of products, method or service, such larger product, package of products, method, or service shall be considered a ROYALTY BEARING PRODUCT OR PROCESS for purposes of this AGREEMENT. 


8.
“GROSS SALES PRICE” means the invoice price or lease income of the ROYALTY BEARING PRODUCT OR PROCESS sold or leased by ASSIGNEE to an arms length buyer (or if not sold to an arms length buyer, the invoice price of a like quality and quantity of product) or means the total amount of consideration received by ASSIGNEE for otherwise disposing of a ROYALTY BEARING PRODUCT OR PROCESS, except under a LICENSE.  This includes packaging and shipping costs paid by the purchaser.  Sales tax, excise tax, use tax or similar taxes are subtracted from the GROSS SALES PRICE before determining royalty.


Where the ROYALTY BEARING PRODUCT OR PROCESS is not sold or leased separately, but is sold or leased in combination with or as part of other products or services, the GROSS SALES PRICE shall be calculated for the purpose of computing royalties due by applying to the GROSS SALES PRICE of each of the combined or composite products or services, a fractional multiplier having as its denominator the total manufacturing or service cost of the combined or composite products or services (determined in accordance with ASSIGNEE’s customary accounting procedures), and as its numerator the manufacturing or service cost of the included ROYALTY BEARING PRODUCT OR PROCESS (similarly determined).


9.
"PRACTICAL APPLICATION" means to manufacture in the case of a composition or product, to practice in the case of a process, to practice in the case of a process or method, or to operate in the case of a machine or system; and, in each case, under such conditions as to establish that the invention is being utilized and that its benefits are to the extent permitted by law or Government regulations available to the public on reasonable terms.


10.
A "SUBSIDIARY" is a legal entity that is at least 50% owned, or otherwise controlled by ASSIGNEE.  The term "ASSIGNEE" includes a "SUBSIDIARY" of ASSIGNEE under this AGREEMENT.  Thus a SUBSIDIARY is not an arms length buyer of Section 6 of this Article.


11.
“LICENSEE” means any ENTITY, not a SUBSIDIARY of ASSIGNEE, which is licensed by ASSIGNEE, with rights to the ASSIGNED PATENT beyond those rights commonly granted an END USER.


12.
"LICENSES" are licenses granted by the ASSIGNEE to a third party other than a SUBSIDIARY, to enable such third party to exploit the ASSIGNED INVENTION for its own account.

ARTICLE 2 - Assignment Grant


1.
ASSIGNOR hereby assigns to ASSIGNEE its entire right, title and interest throughout the world in and to the ASSIGNED INVENTION subject to the Reservation of Rights set forth in Article 3. 

ARTICLE 3 - Reservation of Rights


1.
This AGREEMENT is expressly made subject to a reservation by the Government of the United States of America to a nonexclusive, nontransferable, irrevocable, paid-up license to practice or have practiced on behalf of the United States of America the subject matter of the ASSIGNED INVENTION throughout the world.


2.  Further, ASSIGNOR reserves the right (i) to require the ASSIGNEE to grant to a responsible applicant a nonexclusive, partially exclusive, or exclusive license to use the ASSIGNED INVENTION in the applicant’s field of use, on terms that are reasonable under the circumstances; or (ii) if the collaborating party fails to grant such a license to grant the license itself.  ASSIGNOR may exercise this right only in exceptional circumstances and only if the ASSIGNOR determines that (i) the action is necessary to meet health and safety needs that are not reasonably satisfied by the ASSIGNEE; (ii) the action is necessary to meet requirements for public use specified by Federal Regulations, and such requirements are not reasonably satisfied by the ASSIGNEE; or (iii) the ASSIGNEE has failed to comply Article 7.3 of this AGREEMENT.

3. 
ASSIGNEE may not assign its rights in the ASSIGNED INVENTION without prior written approval by ASSIGNOR, except to an ENTITY which has as one of its primary functions the management of inventions in the custody of ASSIGNEE, provided that such assignee shall be subject to the terms and conditions of this AGREEMENT

ARTICLE 4 - Royalties, Royalty Report and Payment


1.
Upon execution of this AGREEMENT by ASSIGNEE, ASSIGNEE shall pay ASSIGNOR, a sum in the amount of  --------- Dollars ($----------).


2.
ASSIGNEE shall pay ASSIGNOR a running royalty of ---% of the GROSS SALES PRICE of each ROYALTY BEARING PRODUCT OR PROCESS sold or otherwise disposed of by ASSIGNEE in accordance with this AGREEMENT until the expiration date of the ASSIGNED PATENT.  Payment of the running royalty shall be made at the end of each AGREEMENT YEAR in the manner set forth in the following section.


Should ASSIGNEE otherwise use the ASSIGNED INVENTION to earn revenue, running royalties payable to ASSIGNOR shall be ---% of such revenues received from third parties, other than LICENSEES, attributed to such use.


3. 
ASSIGNEE shall furnish ASSIGNOR with a statement, within two months following the end of each AGREEMENT YEAR, setting forth the quantity and GROSS SALES PRICE of ROYALTY BEARING PRODUCTS OR PROCESSES sold or otherwise disposed of by ASSIGNEE under this AGREEMENT during the AGREEMENT YEAR, and the royalty payment due.  Payment shall accompany the statement.  If no royalty is owed, the statement shall so indicate.  A product shall be considered sold when billed-out, or shipped, or paid for, whichever occurs first.


4.
Should ASSIGNEE fail to make timely payments in accordance with this AGREEMENT, ASSIGNOR may put ASSIGNEE on written notice of such default, and ASSIGNEE may remedy the default by payment of all monies due ASSIGNOR within one (1) month of the date of transmission of the written notice, to maintain the AGREEMENT in effect.  Should the default not be cured by the end of said month, ASSIGNOR has the right to terminate this AGREEMENT by giving written notice of termination to ASSIGNEE, whereupon this AGREEMENT becomes terminated.  However, termination for any reason does not relieve ASSIGNEE of the obligation to pay past running royalties accrued prior to the EFFECTIVE DATE of termination.


5.
Sales to or for the Government are not subject to the earned running royalties set forth hereinabove, provided that ASSIGNEE identifies such sales by Government contract number or other suitable evidence, submitted with the aforesaid royalty reports.


6.
Should ASSIGNEE receive licensing royalty payments from LICENSEES in accordance with this AGREEMENT, ASSIGNEE shall pay ASSIGNOR -------  percent (--%) of such licensing royalty payments along with the written royalty statement, indicating the amounts of royalties paid ASSIGNEE by its LICENSEE(S) during the AGREEMENT YEAR.


7.
All payments due ASSIGNOR under this AGREEMENT shall be made by check, payable to the Treasurer of the United States and sent to ASSIGNOR at the address set out in Article 15.

ARTICLE 5 - Records, Books and Examination


1.
ASSIGNEE agrees to keep, for at least the six most current AGREEMENT YEARS, accurate books and records of the number and type of all ROYALTY BEARING PRODUCTS OR PROCESSES sold or disposed of and all net income received under this AGREEMENT, the amount of sales thereof, the royalties owed ASSIGNOR, and all income received from any LICENSEES which may be licensed hereunder.


2.
ASSIGNOR may, on reasonable notice and not more than once a year, have its duly authorized agent or representative, inspect, check, and verify all such books and records either at ASSIGNEE's business premises or at a place mutually agreed upon.  The agent's reports and the aforesaid royalty statements, and the information contained therein shall be maintained in confidence by ASSIGNOR on a reasonable efforts basis, if labeled PROPRIETARY, for a period of three years from the date of receipt thereof and will not be subject to disclosure under the Freedom of Information Act.

ARTICLE 6 - Term


This AGREEMENT will have force and effect until all patents on the ASSIGNED INVENTION have expired, except, however, that ASSIGNEE’s obligations to pay royalties or other income under Article 4 shall continue only as long as an ASSIGNED PATENT is valid.

ARTICLE 7 - Performance


1.
ASSIGNEE shall, on a reasonable efforts basis, bring the ASSIGNED INVENTION to the point of PRACTICAL APPLICATION including compliance with any applicable laws and all necessary approvals from Government agencies.

2.
ASSIGNEE agrees to report promptly to ASSIGNOR any change in its mailing address, name or company affiliation during the term of this AGREEMENT and to report promptly of its decision to discontinue making the benefits of the ASSIGNED INVENTION reasonably accessible to the public.


3.
ASSIGNEE agrees that any ROYALTY BEARING PRODUCT OR PROCESS which is used or sold in the United States  and which embodies the ASSIGNED INVENTION or is produced through the use of the ASSIGNED INVENTION will be manufactured substantially in the United States.

ARTICLE 8 - Licensing and Royalty Sharing


1. Any LICENSE that ASSIGNEE grants under this AGREEMENT shall provide that:



(a)
Each LICENSE shall be in writing and make reference to this AGREEMENT and be subject to the terms and conditions thereof including the rights retained by ASSIGNOR under Article 3 of this AGREEMENT;



(b)
Each LICENSE shall include the condition that the LICENSE shall be automatically modified or terminated or expire upon the modification, termination, or expiration of this AGREEMENT;



(c)
Before any LICENSE is issued by ASSIGNEE hereunder, the written approval of ASSIGNOR shall first be obtained for each LICENSE, such written approval shall not be unreasonably withheld;



(d)
Within one month after the issuance or modification of any LICENSE hereunder, ASSIGNEE shall furnish ASSIGNOR with a true and complete copy of the LICENSE or modification thereof;



(e)
The granting of any LICENSE by ASSIGNEE shall in no way relieve ASSIGNEE from any of the requirements of this AGREEMENT; and



(f)
ASSIGNOR's share of all royalties received by ASSIGNEE from its LICENSEE(S) under this AGREEMENT shall be ----- percent (--%), paid in accordance with Article 4.7

ARTICLE 9 - Patent Marking and Non-Endorsement


1. 
ASSIGNEE hereby agrees to mark each ROYALTY BEARING PRODUCT OR PROCESS with the notation "Assigned from the United States of America under U.S. Patent No ------------.


2.
ASSIGNEE agrees not to create the appearance that ASSIGNOR endorses ASSIGNEE's business or endorses or warrants its products.  ASSIGNOR is not to be connected directly or impliedly with any advertising or promotional program of ASSIGNEE, except that ASSIGNEE may state that it is assigned certain rights under this AGREEMENT.

ARTICLE 10 - Representations and Warranties


1.
ASSIGNOR MAKES NO REPRESENTATION OR WARRANTY AS TO THE VALIDITY OF ANY PATENT THAT HAS OR SHALL ISSUE UNDER THE ASSIGNED INVENTION OR OF THE SCOPE OF ANY OF THE CLAIMS THEREOF, OR THAT THE EXERCISE OF THIS AGREEMENT WILL NOT RESULT IN THE INFRINGEMENT OF ANY OTHER UNITED STATES OR FOREIGN PATENT OR OTHER INTELLECTUAL PROPERTY RIGHT.


2.
Nothing relating to the grant of this AGREEMENT, nor the grant itself, shall be construed to confer upon ASSIGNEE or any LICENSEE hereunder, any immunity from or defense under the antitrust laws or from any charge of patent misuse, and the acquisition and use of rights pursuant to this AGREEMENT, shall not be immunized from the operation of State or Federal law by reason of the source of the grant.


3.
Nothing contained in this AGREEMENT shall be interpreted to grant to ASSIGNEE any rights with respect to any ASSIGNED INVENTION or patent other than the ASSIGNED INVENTION or ASSIGNED PATENT.


4.
ASSIGNOR assumes no obligation to bring or prosecute actions or suits against third parties for infringement.


5.
ASSIGNOR assumes no obligation to furnish any know-how.


6.
NEITHER ASSIGNOR NOR ITS EMPLOYEES ASSUMES ANY LIABILITY WHATSOEVER FROM THE EXERCISE OF THIS AGREEMENT OTHER THAN AS MAY BE EXPRESSLY STATED ELSEWHERE IN THIS AGREEMENT.  ASSIGNOR MAKES NO EXPRESS OR IMPLIED WARRANTIES OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE.


7.
ASSIGNEE shall defend, indemnify and hold ASSIGNOR harmless from and against all liability, demands, damages, expenses and losses for death, personal injury, illness or property damage arising out of the use by ASSIGNEE or its customers and other transferees of any licensed process, or out of any use, sale or other disposition of ROYALTY BEARING PRODUCTS OR PROCESSES by ASSIGNEE.

ARTICLE 11 - Patent Costs and Maintenance Fees


ASSIGNEE shall pay all U.S. and foreign fees or costs, including all patent application and prosecution fees and patent maintenance fees, licensing fees or commissions, and any other costs incurred by ASSIGNEE relating to the ASSIGNED INVENTION.


ASSIGNEE will not abandon any patent application or cease to pay maintenance fees on any patent on the ASSIGNED INVENTION without providing ASSIGNOR written notice at least sixty (60) days before the expiration of any time period in which action must be taken to prosecute the patent application or in which a maintenance fee must be paid without extra fee or surcharge.  ASSIGNEE further agrees, upon request and at no cost to the ASSIGNOR, to assign to ASSIGNOR or another party which the ASSIGNOR directs, the entire right, title and interest in the ASSIGNED INVENTION if the ASSIGNEE intends to abandon or cease to maintain any patent application based on the ASSIGNED INVENTION.

ARTICLE 12 - Governing Law


The construction, validity, performance and effect of this AGREEMENT for all purposes shall be governed by the laws applicable to the Government of the United States.

ARTICLE 13 - Export Controls


The ASSIGNED INVENTION may be subject to the Arms Control Act (22 U.S.C. 2751 et seq.) or the Export Administration Act (50 U.S.C. 2401 et seq.).  Nothing in this AGREEMENT shall be construed to modify or rescind ASSIGNEE's obligations under these laws.

ARTICLE 14 - Infringement Actions


1. Should either ASSIGNOR or ASSIGNEE become aware of any infringement or potential infringement of the ASSIGNED PATENT, they agree to give the other party written notice within 30 days providing sufficient information concerning the  infringement or potential infringement.


2. ASSIGNEE, as owner of the ASSIGNED PATENT, shall have the right of enforcement of the ASSIGNED PATENT(S) under chapter 29 of title 35, United States Code.  Enforcement of any patent on the ASSIGNED INVENTION against third party infringers shall solely be the responsibility of ASSIGNEE and not the ASSIGNOR or the United States Government.  The extent of enforcement, if any, shall be at the sole discretion of ASSIGNEE.  Any recoveries made as a result of said enforcement shall be shared with the ASSIGNOR consistent with the terms set forth in Article 4. 

ARTICLE 15 - Notice


All communications and notices required under this AGREEMENT shall be duly given if timely mailed by the U.S. Postal Service, first class mail, postage prepaid and addressed as follows:



a.
If to ASSIGNOR:




SAF/GCQ




1500 Wilson Blvd., Suite 304




Arlington, VA 22209-2403



with a copy of such correspondence to:




(Servicing Legal Office Patent Counsel)



b. If to ASSIGNEE:




(CRADA Partner name and address)

In Witness Thereof, the parties hereto have caused this instrument to be executed by their duly authorized representatives.








UNITED STATES OF AMERICA

__________________


DATE




BY________________________________







TITLE_____________________________







(CRADA Partner Name).

__________________


DATE




BY________________________________







TITLE_____________________________

